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DETAILED ACTION 

Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 1 21 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

• Group I, claim(s) 1-13, drawn to a hydrating case having a containment recess. 

• Group II, claim(s) 14 and 16, drawn to a hydrating device employing a hydrating 
case having a containment recess. 

• Group III, claim(s) 15, drawn to a hydrating device employing a hydrating case 
having a containment recess. 

• Group IV, claim(s) 17-20, drawn to a moisture-containing contact lens hydrating 
method employing a hydrating case having a containment recess. 

2. The inventions listed as Groups l-IV do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: 

• The common technical feature in all groups is the hydrating case having a 
containment recess for containing therein a moisture-containing contact lens and 
used for bringing the moisture-containing contact lens in a dry state into contact 
with a hydrating liquid within the containment recess in order to absorb water and 
swell, the hydrating case being characterized in that an area of a concave inside 
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face of the containment recess on which the moisture-containing contact lens 
rests is formed as a concave bowed face having a curvature generally equivalent 
to that of a front surface of the moisture-containing contact lens and a depression 
that opens out onto the concave bowed face being formed in order to create a 
gap between the moisture-containing contact lens and the containment recess so 
that when the hydrating liquid flows down along the concave inside face, the 
hydrating liquid enters the gap. 
• This cannot be a special technical feature under PCT Rule 13.2, because the 
hydrating case is known in the prior art. Tsao (U.S. Patent No. 5,383,550) 
teaches a hydrating case (10; fig. 2) having a containment recess (14) for 
containing therein a moisture-containing contact lens (lens; fig. 3), which is 
capable of bringing the moisture-containing contact lens in a dry state into 
contact with a hydrating liquid within the containment recess (col. 2, lines 30-32), 
which is capable of allowing the contact lens to absorb water and swell. The 
hydrating case has an area of a concave inside face (22) of the containment 
recess (14) on which the moisture-containing contact lens is capable of resting. 
The concave inside face (22) is formed as a concave bowed face having a 
curvature generally equivalent to the front surface of the moisture-containing 
contact lens (fig. 3). The hydrating case also includes a depression (see 
marked-up illustration below) that opens out onto the concave bowed face which 
creates a gap between the moisture-containing contact lens (lens; fig. 3) and the 
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concave face (22; fig. 3) so that when the hydrating liquid flows down along the 
concave inside face, the hydrating liquid is capable of entering the gap. 

3. This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species are as follows: 

A. At least one groove is of a pattern extending generally in the circumferential 
direction of the concave bowed face; and 

B. At least one groove has a pattern extending in the generally diametrical 
direction of the concave bowed face. 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

4. The claims are deemed to correspond to the species listed above in the following 
manner: 
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Species A: Claims 1-4 and 6-13; and 

Species B: Claims 1-3 and 5-13. 

The following claim(s) are generic: Claim 1 . 

5. The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical features for the following reasons: Species A and B are 
directed to distinct features, where the patentability is based on divergent structural 
features. The differences between the species are significant to the extent that the 
species constitute prima facie patentably distinct combinations, absent evidence to the 
contrary. For this reason, it would be a serious burden for the examiner to consider 
both species since the search and examination for one of the species would not be 
required for the other species. 

6. During a telephone conversation with Mario Constantino on May 22, 2008 a 
provisional election was made with traverse to prosecute the invention of Group 1 , 
Species B, claims 1-3 and 5-13. Affirmation of this election must be made by applicant 
in replying to this Office action. Claims 4 and 14-20 are withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-3, 5, 8-11 and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tsao (U.S. Patent No. 5,383,550). 

• Regarding claim 1 , Tsao teaches a hydrating case (10; fig. 2) having a containment 
recess (14) for containing therein a moisture-containing contact lens (lens; fig. 3), 
which is capable of bringing the moisture-containing contact lens in a dry state into 
contact with a hydrating liquid within the containment recess (col. 2, lines 30-32), 
which is capable of allowing the contact lens to absorb water and swell. The 
hydrating case has an area of a concave inside face (22) of the containment recess 
(14) on which the moisture-containing contact lens is capable of resting. The 
concave inside face (22) is formed as a concave bowed face having a curvature 
generally equivalent to the front surface of the moisture-containing contact lens (fig. 
3). The hydrating case also includes a depression (see marked-up illustration 
below) that opens out onto the concave bowed face which creates a gap between 
the moisture-containing contact lens (lens; fig. 3) and the concave face (22; fig. 3) so 
that when the hydrating liquid flows down along the concave inside face, the 
hydrating liquid is capable of entering the gap. 

• Regarding claim 2, Tsao discloses the depression (illustration below) that is formed 
in such a way that, when the moisture-containing contact lens is placed on the 
concave bowed face (22) of the containment recess (14), the gap formed between 
the moisture-containing contact lens and the containment recess has an opening 
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that opens to an outer peripheral side of the moisture-containing contact lens, and 
extends continuously diametrically inward from the opening (figs. 1 and 3). 
• Regarding claim 3, Tsao discloses the depression being formed by at least one 
groove (figs. 1 and 3; col. 2, lines 59- 
65). 




• Regarding claim 5, Tsao discloses the grooves forming a pattern extending in the 
diametrical direction of the concave bowed face (fig. 1). 

• Regarding claim 8, as disclosed by Tsao in col 2, line 66 - col. 3, line 2, when the 
device of Tsao is used as a case, the lens can be placed on the basket (20) which is 
capable of functioning as a containment recess and covered with saline. Thus, a 
center having no grooves is formed in a center portion of the concave bowed face so 
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that a center portion of the moisture-containing contact lens is superimposed over an 
entire face of the center portion. Support is capable of being provided by the ribs 
(30) on the underlying surface. 

• Regarding claim 9, as disclosed by Tsao in col 2, line 66 - col. 3, line 2, when the 
device of Tsao is used as a case, the lens can be placed on the basket (20) which is 
capable of functioning as a containment recess and covered with saline. Thus, a 
center depression is formed in a center portion of the containment recess so that a 
lens center is capable of being supported floating above the containment recess by 
the center depression (see illustration below). 

• Regarding claim 10, Tsao discloses both the concave bowed face and a bottom face 
of the depression having smooth, generally mirrored surfaces (fig. 3). 

• Regarding claim 1 1 , Tsao discloses a mating portion being formed in a rim (18) of a 
mouth of the containment recess, and a cover (16) being detachably attached by 
being mated with the mating portion (figs. 1-2; col. 2, lines 36-47). 

• Regarding claim 1 3, Tsao discloses the mouth of the containment recess being 
provided with a liquid tight closure by the cover so as to constitute a distribution case 
in which the moisture-containing contact lens is sealed within the containment 
recess in a state of being immersed in a distribution storage liquid (figs. 1-2; col. 2, 
lines 36-47). 

9. Claims 1 , 9 and 1 1 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Kindt-Larsen (U.S. Patent No. 5,080,839). 
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• Regarding claim 1 , Kindt-Larsen discloses a hydrating case (defined by carrier 
elements 18 and 46; fig. 5) having a containment recess (cavity 55) for containing 
therein a moisture-containing contact lens (10), which is capable of bringing the 
moisture-containing contact lens in a dry state into contact with a hydrating liquid 
within the containment recess (liquid within cavity 55; col. 7, line 25 - col. 8, line 2), 
which is capable of allowing the contact lens to absorb water and swell. The 
hydrating case has an area of a concave inside face (52) of the containment recess 
(55) on which the moisture-containing contact lens is capable of resting. The 
concave inside face (52) is formed as a concave bowed face having a curvature 
generally equivalent to the front surface of the moisture-containing contact lens (10). 
The hydrating case also includes a depression (see marked-up illustration below) 
that opens out onto the concave bowed face which creates a gap between the 
moisture-containing contact lens (10) and the concave face (52) so that when the 
hydrating liquid flows down along the concave inside face, the hydrating liquid is 
capable of entering the gap. 

• Regarding claim 9, Kindt-Larsen discloses a center depression being formed in a 
center portion of the containment recess so that a lens center is supported floating 
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• Regarding claim 1 1 , Kindt-Larsen teaches a mating portion being formed in a rim of 
a mouth of the containment recess (figs. 4-5), and a cover (18; fig. 4) is detachably 
attached by being mated to the mating portion (fig. 5). 



Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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1 1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

12. Claims 6-7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Tsao 
(U.S. Patent No. 5,383,550) as applied to claim 1 above. 

• Tsao teaches a hydrating case (10; fig. 2) having a containment recess (14) for 
containing therein a moisture-containing contact lens (lens; fig. 3), which is 
capable of bringing the moisture-containing contact lens in a dry state into 
contact with a hydrating liquid within the containment recess (col. 2, lines 30-32), 
which is capable of allowing the contact lens to absorb water and swell. The 
hydrating case has an area of a concave inside face (22) of the containment 
recess (14) on which the moisture-containing contact lens is capable of resting. 
The concave inside face (22) is formed as a concave bowed face having a 
curvature generally equivalent to the front surface of the moisture-containing 
contact lens (fig. 3). The hydrating case also includes a depression (see 
marked-up illustration above) that opens out onto the concave bowed face which 
creates a gap between the moisture-containing contact lens (lens; fig. 3) and the 
concave face (22; fig. 3) so that when the hydrating liquid flows down along the 
concave inside face, the hydrating liquid is capable of entering the gap. 
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• Tsao fails to disclose the specific groove depth dimensions and area depression 
ratios of claims 6-7. However, absent a showing of unexpected benefit, it would 
have been obvious to one of ordinary skill in the art at the time the invention was 
made to have determined, by routine experimentation, suitable groove 
dimensions to allow the lens to rest upon and provide adequate hydration and 
circulation of fluid to the lens as suggested by Tsao in col. 1, lines 63-65. 

13. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kindt- 
Larsen (U.S. Patent No. 5,080,839) as applied to claim 1 above. 

• Kindt-Larsen discloses a hydrating case (defined by carrier elements 18 and 46; 
fig. 5) having a containment recess (cavity 55) for containing therein a moisture- 
containing contact lens (10), which is capable of bringing the moisture-containing 
contact lens in a dry state into contact with a hydrating liquid within the 
containment recess (liquid within cavity 55; col. 7, line 25 - col. 8, line 2), which is 
capable of allowing the contact lens to absorb water and swell. The hydrating 
case has an area of a concave inside face (52) of the containment recess (55) on 
which the moisture-containing contact lens is capable of resting. The concave 
inside face (52) is formed as a concave bowed face having a curvature generally 
equivalent to the front surface of the moisture-containing contact lens (10). The 
hydrating case also includes a depression (see marked-up illustration below) that 
opens out onto the concave bowed face which creates a gap between the 
moisture-containing contact lens (10) and the concave face (52) so that when the 
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hydrating liquid flows down along the concave inside face, the hydrating liquid is 
capable of entering the gap. Kindt-Larsen teaches a mating portion being formed 
in a rim of a mouth of the containment recess (figs. 4-5), and a cover (18; fig. 4) 
is detachably attached by being mated to the mating portion (fig. 5). The cover 
(18) has a tube through-hole (38) formed therein for supplying hydrating liquid to 
the lens. 

• Kindt-Larsen fails to disclose a supply tube for supplying the hydrating liquid to 
the containment recess being inserted through the tube through-hold. However, 
as noted above, Kindt-Larsen discloses a tube through-hole which allows the 
hydrating liquid to be delivered to the containment recess for hydrating the lens. 
Whether or not the fluid is delivered directly through the through-hole, or 
delivered through a supply tube inserted into the through-hole, the result would 
be the same. Therefore, it would have been obvious at the time the invention 
was made to have modified the lens hydrating device of Kindt-Larsen with a 
supply tube to be inserted through the through-hole to deliver the hydrating liquid, 
because the result of hydrating the contact lens would be the same. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LARRY THROWER whose telephone number is 
(571)270-5517. The examiner can normally be reached on Monday through Thursday 
from 7:30AM-5PM est. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam C. Yao can be reached on 571-272-1224. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Larry Thrower/ 
Examiner, Art Unit 41 1 1 

/Sam Chuan C. Yao/ 

Supervisory Patent Examiner, Art Unit 41 1 1 



